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o I INTRODUCTION

Applicant Joel Shamitoff has niet his burden of showing that there is no evidence to
support Monster Cable Products, Inc.’s opposition to registration of the mark MONSTERSNAPS
for use in connection W1th plush toys In particular, Shamitoff has established that (1) his
products and Monster Cable’s products-are SO dlfferent that confusion is unlikely as a matter of
law; (2) Monster Cable cannot meet the: drfﬁcult standard for establishing fame lin the field of
toys for purposes of its dilution claim; and (3) Monster Cable cannot establish actual dilution as
required by the Supreme Court’s recent opinion in Moseley v. V Secret Catalogue. Inc., 123 S.

Ct. 1115 (2003).

The evidence Monster Cable offers in response to Shamitoft’s showing is not relevant to

the grounds upon which Shamitoff’s motion is brought. Indeed, the evidence seryes only to
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confirm that the undisputedrfacts fu:‘pon t}tfhicn Snamitoff relies are true: nar‘nely, that Monster
Cable uses its MONSTER marks on computer cables and related products,|and that its wotldwide
brand recognition extends only to"products in that limited field. Monster Cable does offet a
vague reference to future “plans” to distribute plush toys. But Monster Cable cannot occupy the
field and preelude registration of tfademarké-containing the word MONSTER for use on to'ys
merely by stating that it might someday want to expand the use of its marksiinto a new product
line. Indeed, as noted in Shamitoff s opening brief, International Class 28 already contains.
"nuItiple registered trademarks containing the word MONSTER - the owners of which, including
Shamitoff, will have priority over any proposed use by Monster Cable on toys.

There are no genuine issues of material fact as to either of Monster Cable’s claims. ThlS
Board should conclude as a matter of law that confusion is unlikely and that Monster Cable
cannct meet tne requirements of federal dilution law, and should enter summary judgment on

behalf of applicant.

. II. ARGUMENT
A Monster Cable Has Falled to Raise a Genuine Issue of Material Fact
Concernlng its leehhood of Confusnon Claim.
1. Monster Cable 's Burden on, Summary Judgment.

Monster Cable has failed completely to meet its burden of coming forward with speczf c
evidence to establish a genuine 1ssue_l o_f ,matenal fact. Indeed, Monster Cable’s opposition seems
premised on a misunderstanding of the law of summary judgment. The Federal|[Rules of Civil

- Procedure provide:
When a motion for summary Judgment is made and supported as provxded in this
rule, an adverse party may not rest upon the mere allegations or demals of the
adverse party’s pleading, but the adverse party’s response, by affidavits or as
otherwise provided in this rule, must set forth specific facts showmg that there is-a

genuine issue for trial. Ifthe adverse party does not so respond, summary
judgment, if appropriate, shall be entered against the adverse party.
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Fed. R. Civ. P. 56(e) (emphaéis added)A -The.rmleving party has the “initial b'urdenA of

demonstrating the absence of any. genume issue. of material fact.” E.g., Mdﬂel Inc. v. Nurik,

Opp. No. 103,659, 1997 TTAB LEXIS 148 at *8 n.6 (TTAB 1997) As the Supreme Court has
explained, “[Tlhe burden on the movmg party may be discharged by ‘showing’ -- that is, pomtmg
out to the district court - that there i is an-‘absence of evidence to support the nonmoving party’s

case.” Celotex Corp. v. Catrett, 477 US.3 17, 325 (1986). Once the moving party has

established its right to judgment, the opposmg party “must proffer countering ev1dence sufﬁcwnt

to create a genuine factual dispute.” Sweats Fashlons, Inc v. Pannill Kmttldg Co..Inc., 833 F.2d

1560, 1562 (Fed. Cir. 1987) (emphas1s added), see also Pure Gold. Inc. v. S}intex (U.S.A). Inc.,
739 F.2d 624, 626-27 (Fed. Cir. 1984) (party opposing summary judgment bears the burden of

setting out specific evidence that creates a genuine issue of material fact). As discussed more
fully below, Monster Cable has foered no such evidence.
2. Shamitoff Does Not Bear the Burden of Proving fhe Absence of
Genuine Issues of Material Fact as to All of the DuPont Factors.
Monster Cable argues that éhamitoff s motion for summary judgment should be denied

because Shamitoff “fails to demonstrate the absence of a genuine issue of material fact” with :

| regard to each of the likel_iheod of confusion factors set forth In In re E.L DuPont deNemours &

Co., 476 F.2d 1357 (CCPA 1973). Opp. at 4. Again, Monster Cable misapplids the law of
summary judgment. Shamitoff does ridt beer the burden of proving that there is no genuine issiue
of material fact as to any of the likelih'o,dd of _coﬁfusion Afactors. _Rather, as noted above,
Shamitoff’s burden is to point out to thls Boeid “that there is an absence of evidence to support

[Monster Cable’s] case.” Celotex 477- U.S. at 325; see also Sweats Fashions, 833 F.2d at 1563

(“the burden is not on the movant to produce evidence showing the absence of a genume issue of
material fact’ ") (citing Celotex).

Shamitoff’s burden has clearly been rhet. In his motion for summary judgment,
Shamitoff established that his intended products are so different from Monster Cable’s products

that as a matter of law, consumer confusion is impossible. That the intended products are toys, -



where use of the worcyifM-ONSTE_:R is ubiéﬁitoqs, élso demands a coﬁ.cl‘usién that confusion is

- unlikely. In the face of this shoﬁ_rlg, N_Idnéter Cable has failed to come foMmd with specific
evidence demonstrating a genuine issue of material fact as to likelihood of confusion. In other,
similar cases, this Boafd has not ﬁegitatéd to graﬁt summary judgment on behalf of the‘ applicant
where “it is clear that the goods to \.gvhich‘the parties apply their marks are so different in nature
that confusion is unlikely to result ﬁom the contemporaneous use of the marks in connection
with such goods.” Pure Gold. Inc..v. Syntex (U .S.A.) Inc., 221 U.S.P.Q. (BNA) 151 (TTAiB
1983), aff’d, 739 F.2d 624, 626-27‘(fed.‘Cir; 1 984). Indeed, the Board has granted summafy

judgment on this basis even where it expressly noted the existence of genuine issues of fact as to

other DuPont factors, stating: “Although these are genuine issues of fact, we do not find them to
be material facts. Even if the Board were to resolve these issues in favor of opposer, the Boé;rd
would still find that there would be 1_16 likelihood of confusion, given thc; difference in the goods

involved here.” 1d.; see also Mattel, supra (granting summary judgment on the basis of a single ,

DuPont factor). |

The‘holding of Pure Gbld applies equally here. Shamitoff has established that the parties’
produqts are:so different that confusiqu is not likely to result from his use of MONSTERSNAPS
in connection with plush toys. Monster Cable has failed to raise a genuine iss&e of material fact

as to likelihood of confusion, an issue as to which it bears the burden of proof in opposing

Shamitoff’s application. Accordingly, summary judgmént is warranted. Pure Gold, supra.!

: A similar claim is pendmg before the Board in Monster Cable Products, Inc. v. l
Brunswick Bowling & Billiards Corp., Opp. No. 91124683 (TTAB Feb. 13, 2003), cited by
Monster Cable. In Brunswick, the applicant similarly moved for summary judgment on Monster
Cable’s claim of likelihood of confusien, arguing that there is no likelihood of confusion as a
matter of law between Monster Cable’s use of its marks and Brunswick’s proposed use of
MONSTER on bowling balls. This Board has deferred a ruling on Brunswick’s motion, giving -
Monster Cable additional time to conduct “very limited” discovery to the extent necessary to
complete briefing on this issue. Order at 4-5 & n.6 (emphasis added). Here, of course, Monster:
Cable has already completed discovery — but, 51gn1ﬁcantly, has not cited any of itjin its
opposition to Shamitoff’s motion.




3. - Monster Cable Offers No Evidence to Support its Claim that the
Doctrine of Natural Expansron Applies.

Effectively concedrng the-_a_bsence of any likelihood of confusion between the products it
currently produces and those contemplated by Shamitoff’s application, Monster Cable then
argues that it is going to expand its product line into the field of plush toys.| There are at least

two critical problems with this argument Flrst Monster Cable has offered no specific evidence
concerning this purported expansmn,' other than the ﬂat statements of its own counsel and a
Senior Product Manager that MOnster Cable has “formulated plans” to produce and market'plush
toys. (Payne Dec. ¥ 2; Everett Dec 1[ 8.) It is worth noting that there is no evidence that Monster
Cable has filed an ITU apphcatlon for th1s “planned” use of its MONSTER trademark on plush
toys.? | . :

Second, Monster Cable has made no factual showing whatsoever that|plush toys lie °;
within the zone of naturél expanslon‘ of its line of computer cable products. This Board has
explained the natural expansion docirlne as~ follows:

Under the doctrine of natural  expansion, the first user of a mark in connecuon
with particular goods or services possesses superior rights in the mark .
against subsequent users of the same or similar mark for any goods or servrces
which purchasers might reasonably expect to emanate from it in the normal
expansion of its business under the mark. . . . The application of the doctrine is
str1ctly hmrted to those cases where the expansron whether actual or potential, is
- “natural,” that is, where:the goods or services of the subsequentluser on the one
hand, and the goods and services as to which the first user has prior use, on the:

other are of such nature that purchasers would generally expectthem to emanate
from the same. source.

Mason Engineering and Desrgmng Com v. Mateson.Chemical Corp 225 U.S.P.Q. (BNA) 956
(TTAB 1985). The Board went on to outlme a number of factors that are relevant to the
determination whether an expans1on is or is not “patural,” including whether the second area of

business is a “distinct departure” from the ﬁrst, the nature and purpose of the goods in each area,

2 If it does so, of course, there are a number of other trademark owners — including
applicant — who will have priority. See Selvan Dec. in Support of Motion for Summary
Judgment at § 3 & Ex. A.
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whether the channels of tf_adé and :class'es of customers are the same in each area, and whether -
other companies have expanded frém thé first area to the second. See id.
| Monster CaBle has not Aé’,vén éttémptéd to offer any evidehce concerning any of these
factors. Although Mr. Everett éséerts 1n cohcluéorjg fashion that plush toysjare “within the zone
of Monster Cable’s natural expéns_ibn,”‘ther‘e is no‘evidence whatsoever in the record to support
his statement — for example, showing the nature and purpose of computer cables vs. plush foys,
comparing the channels of trade and classes of customers, or indicating that/other companies
have also expanded from the éorhbuiter cable field into the field of plush toys. In the absenée of
any such evidence Monster Cable has not met its burden of showing that a genuine issue of
material fact exists. Summary Judgment is therefore warranted. See Mattel,|1997 TTAB LEXIS
148 at *8 n.6 (opposer’s unsupported arguments and assertions of its marketing executive d1d not
“evidence a genuine issue of matenal_ fact for trial”).
B. Monster Cable Has Falled to Raise a Genume Issue of Material Fact
Concermng its Dllutlon Claim.

1. Monster Cable Has Offered No Specific Evidence Concernmg the’
Fame of its Marks in the Field of Toys.

Monster Cable argues strenuously that its marks are famous, or (apparently alternativély)
that the question whether its marks ar§ famous is itself a genuine issue of mate‘riall fact. Monster
Cable misapprehends Shamitoff’s argﬁment._ Shamitoff does not attempt to aréﬁe that Monstér
Cable’s marks are not famous; rather, for puf,pos_és of this motion, he assumes the fame of |
Monster Cable’s marks within theirﬁeid. But in order for Monster Cable to preclude the
registration of a mark containing fhe word MONSTER for use on plush toys, it must be able td
prove that its mark “has become the priﬁcipéli m‘eaﬁing of the word” in connection with plush

toys. See Toro Co. v. ToroHead In;:.,j61 U.S.P.Q.2d (BNA) 1164 (TTAB 2001). Given the

complete absence of any use of Monster Cable’s marks on plush toys, Monster Gable cannot

meet its burden of proof on this element bf its dilution claim.



Contrary to>Monster Cable’s 'assurnpfion., this Board’s order in Brunswick does not
dispose of the issues here. Indeed,}there are obvious and critical differences between the facts of
Brunswick and this oase: R

. There was apparently no'eviclence in the record in Brunswick concerning tl%iird'

party use of the MONSTER mark on bowling balls Here, as set forth in
Shamitoff’s opemng bnef there is ev1dence of extensive thlrd party reglstratlon
and use of marks contarmng the word MONSTER on plush tkoys '

. Brunswick sought to° wuse the identical mark — MONSTER — on bowling balls.

Here, Shamitoff »seel{sto use a mark —~ MONSTERSNAPS — that offers a different
commercial i 1mpressmn

. Brunswick apparently. contended that Monster Cable’s marks are not famous See

| ‘Order at 5. Here, Shamltoff admrts arguendo that Monster Cable’s marks are

famous in the ﬁeld of computer cables. However, Shamitoff argues thatasa
matter of law -- grven ‘that Monster Cable does not use any of 1 1ts marks on plush
toys, and that ‘many thrrd partles do -- Monster Cable’s marks cannot be famous as
to such products. The Board’s order i Brunswick does not bear on that i 1ssue

- Once again, Monster Cable has falled to meet its burden of showing a genume issue of
material fact. Although it has presented ev1dence largely anecdotal, about the!fame of its brand,
it has not presented any evxdenee wha_tsoever tlrat consumers of plush toys assooiate any mark’
containing the word MONSTER witlillMonster ”Cable. Monster Cable states in reonclusory ‘
fashion that “Even though Monster does not currently produce or distribute plush toys, its fame
does reach into Applicant’s trading area Opp at 17 (emphasis in original). But agam this

statement is not supported by any evrdence, much- less specific evidence. See Plre Gold, 739 "

3 Also, the Board’s order in Brunswick predated the United States lSupreme Court’s
opinion in Moseley v. V Secret Catalo,que Inc., 123 S. Ct. 1115 (2003), and does not discuss the
requirement of actual dilution Whlch is set forth in that opinion. See discussion 1nfra




F.2d at 626 (“In countermg a motron for summary judgment, more is requrred than mere '
assertions of counsel.’ ) In the absence of any such ev1dence summary judgment is warranted
2. Monster Cable Cannot Estabhsh Actual Dllutlon\ of its Marks. .
As set forth in Shamitoffs memorandum in support of his metion for summary judgment
the United States Supréeme Court’ has held that federal law ¢ unamblguously requires a showmg of

actual dilution” in order to prevarl ona drlutlon claim. Moseley v. V Secret Catalogue. Inc 123

S.Ct. 1115 (2003). The language of the Supreme Court’s opinion is itself Linambrguous, and it
requires that summary judgment be entered in Shamitoff’s favor. i
Monster Cable argues that the holdlng of Moseley frustrates the mtent of Congress Opp
at 20. That is an issue for Congress, not for this Board. Indeed, the same argument was made
and rejected in Moseley. The M Court ruling unanimously, held that élongress’s chorce of
the active verb “causes’ when descrrbmg the prohibited activity made actual harm a requlred
element of a statutory Vlolatlon Id. It is undlsputed that such actual harm has not occurred here
It surely would make no-sense for thls Board to hold, in the absence of any explicit directive from :
Congress, that the Board has broader Jurrsdlctlon over dilution claims than the federal courts. In
‘short, under the holding of Moseley, Monster Cable cannot establish a required: element ofi 1ts

dilution claim, and a grant of summary Judgment is therefore warranted.

- TIL CONCLUSION
|

For the reasons discussed above and in Apphcant s opening brief, Applicant requests that

this Board enter summary judgment i in hlS favor and against Monster Cable on its opposition.

Dated: May 6, 2003 .~ LEGAL STRATEGIES GROUP

By § 22M V@CW
gjla L. Cincone
Attoencys for Applicant

JOEL BARRY SHAMITOFF




'CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing APPLICANT’S REPLY IN SUPPORT
OF MOTION FOR SUMMARY JUDGMENT was served by first class mail on: |

Robert W. Payne

Matthew A. Powelson - .
LaRiviere, Grubman & Payne, LLP -
1 Lower Ragsdale Drive o
Building 1, Suite 130

P.O. Box 3140

Monterey, CA 93942-3140

Attorneys for Opposer
this 6" day of May, 2003.

o
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Assistant Commissioner for Trademarks
Trademark Trial and Appeal Board
2900 Crystal Drive

Arlington, Virginia 22202-3513

Re:  In the Matter of Trademark Application Serial No. 76/278,209
Date of Publication: January 31, 2002
Applicant - Joel Barry Shamitoff
Opposer - Monster Cable Products, Inc.
Opposition No. - 91152044
APPLICANT’S REPLY IN SUPPORT OF MOTION FOR
SUMMARY JUDGEMENT

Dear Sir or Madam:

We enclose on behalf of our client, Joel Barry Shamitoff, an original and two copies of
the APPLICANT’S REPLY IN SUPPORT OF MOTION FOR SUMMARY JUDGEMENT in the
above-referenced matter. '

Please stamp the enclosed self-addressed acknowledgment postcard “received” and
return same to me. Postage has already been affixed to the postcard for your convenience.

Thank you for your assistance inthis matter. If you should have any questions, please
do not hesitate to contact me.

Very trulyyours,

M{,LW
Vasuki Selvan

Trademark Specialist
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